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Intellectual Property Litigation 
 
I. Division of the roles of dispute settlement related to IP litigation: between judicial system and 

administrative system. In Japan, most of the IP cases are settled by judicial system. On the 
other hand most of the cases are settled by administrative in China. Please answer the each role 
of the systems of your country. 

 
The judicial authorities are mainly responsible for the IP litigation, but the administrative agencies are 
competent for the validity of patent and trademark. If defendant throws doubt upon the validity of 
plaintiff’s patent during the infringement proceeding at court, defendant must apply to withdraw patent 
or to evaluate invalidity of trademark at the Intellectual Property Office of the Ministry of Economic 
Affairs. If a party denies the decision of the administrative agencies, he can appeal at the administrative 
agencies; if he still denies the administrative decision, he can; bring an administrative suit at the 
administrative court. The administrative jurisdiction has two instances, namely High Court of 
Administration and the Supreme Court of Administration. 
 
Explaining the judicial and administrative remedies for the IP as follows: 
 
1. Patent 
Taking invention patent as example, according to Article 84 I and II of Patent Act, in the event of 
infringement on an invention patent, the patentee may claim for damages and demand the removal of 
the infringement and the prevention of any threat of infringement. An exclusive licensee may also make 
the claim or demand set forth in the preceding Paragraph, unless otherwise provided for in an agreement, 
and in such case, the provisions set out in the agreement shall prevail. The patentee can bring a lawsuit 
at civil court. In general, the civil court at the place of patent infringement is in charge of this lawsuit. 
According to Article 92, the court may set up a professional tribunal or designate specific persons to 
handle invention patent litigation cases. The Judicial Yuan may appoint specific professional 
institution(s) to perform the expert verification work as required in patent infringement case(s). A court 
which accepts and handles a actsuit pertaining to an invention patent may engage the professional 
institution(s) appointed under the preceding Paragraph to perform the expert verification work as 
required. However, the expert verification is not binding for the court. According to Article 108 and 
Article 129 of the Patent Act, the utility model patents and design patents have the same application. 
 
It must be with attention in the event of the utility model patents. Taiwan has changed the regulation 
regarding the utility model patents on 1. July 2004. Article 105 regulates that in case the patent right of 
a utility model is revoked, the patentee shall be liable for the damages sustained by any other persons 
from the exercising of such utility model right by said patentee prior to the revocation thereof. In the 
case set forth in the preceding Paragraph, if the exercise of the utility model patent by the patentee is 
carried out based on the contents of the technical evaluation report associated with said utility model, or 
with due care by the patentee, it shall be presumed that the patentee has done no fault in exercising the 



utility model patent right. As a consequence, the formal examination is applied to the utility model 
patents since 1. July 2004 in Taiwan. 
 
Besides, it is worthy indicating the punishment against the patent infringement. The punishment with 
prison sentence against the infringement is deleted on 21. January 1994, but fine has remained. 
Moreover, all punishment against the invention patent is deleted, but the punishment against 
infringement of the utility model patents and design patents. The entire punishments of patent 
infringements are abolished and dealt with civil proceeding by revising the Patent Act on 31. March 
2003. 
 
With regard to the administrative agencies, An interested party may institute an invalidation action after 
the patent has expired or extinguished ipso facto if he/she has reinstatable legitimate interests as a result 
of the revocation of the patent. (Article 67 of Patent Act) Under any of the following circumstances, a 
design patent right shall be revoked and the patent certificate shall be recalled within a given time limit 
by the Patent Authority, upon the institution of an invalidation action or ex officio and if a recall fails, a 
public notice for revocation of the patent certificate at issue shall be published: 1. If the design is in 
violation of the provisions of Paragraph One, Article 12, Article 109 through Article 112, Article 117, 
Article 118 or the provisions of Paragraph Three, Article 122 of this Act; 2. If the home country of the 
applicant does not accept the patent applications filed therein by nationals of the ROC; or 3. If the 
design patentee is not the person entitled to file the design patent application. An invalidation action 
against a patented design for its violation of the provision set out in Paragraph One, Article 12 hereof or 
the provision set out in Item 3 of the preceding Paragraph of this Article may be instituted only by an 
interested party to such case; whereas under any other circumstances set out in the preceding Paragraph, 
an invalidation accompanied by relevant evidences may be filed with the Patent Authority by any 
person. (Article 128 of the Patent Act) According to 73 II of the Patent Act, The effect of an 
irrevocably-revoked invention patent right shall be deemed non-existent ab initio. Besides, Article 129 
of the Patent Act regulates that the provision of Article 73 shall apply mutatis mutandis to design 
patents. According to Article 107, under any of the following circumstances, a utility model patent right 
shall be revoked and the patent certificate issued thereto shall be recalled within a given time limit by 
the Patent Authority upon receipt of an invalidation action and if recalling fails, an public notice of 
revocation of said patent certificate shall be published: 1. If the utility model patent is found in violation 
of the provisions of Paragraph One, Article 12; Article 93 through Article 96; Paragraph Two, Article 
100; Article 26 applicable mutatis mutandis under Article 108; or Article 31 applicable mutatis mutandis 
under 108 of this Act; 2. If the home country of the patentee does not accept the patent applications to 
be filed by nationals of the ROC; or 3. If the utility model patentee is a person other than the person 
entitled to file the utility model patent application. Because the withdrawal is an administrative act, the 
withdrawal can be revoked by petition and administrative proceeding.  
 
2. Trademark 
A trademark right holder may claim for damages from a person infringing whose trademark rights, and 
may request for excluding infringement thereto; in case of likelihood of infringement, the said right 
holder may also request for the prevention thereof. One who complies with conditions provided under 



paragraph 2 of Article 29 without consent from a trademark right holder thereof shall have infringed 
trademark rights. A trademark right holder, when requesting in pursuance with provisions of the 
preceding paragraph 1, may request for destruction or other necessary disposal of the goods infringing 
trademark rights, or raw materials or equipments utilized for infringement. (Article 61) According to 
Article  81 of the Trademark Act, any person who commits any of the following acts without prior 
consent of the trademark or the collective trademark right holder thereof shall be charged with 
imprisonment for no more than three years, detention and, in addition thereto or in lieu thereof, a fine of 
no more than NT$200,000: 1. One who uses a mark identical to a registered trademark or collective 
trademark on the same goods or services; 2. One who uses a mark identical to a registered trademark or 
collective trademark on similar goods or services, and hence has caused likelihood of confusion or 
misleading to relevant consumers; 3. One who uses a trademark that is similar to a registered trademark 
or collective trademark on the identical or similar goods or services, and hence has caused likelihood of 
confusion to relevant consumers. The prosecutor is responsible for accusing the violation at court. 
 
Where the registration of a trademark violates provisions of paragraph 1 of Article 23 or paragraph 4 of 
Article 59, a concerned party or a trademark examiner may request or inquire the Registrar Office to 
invalidate the said registration. (Article of the Trademark Act 51 I) In the case where any of the 
following conditions occurs after the registration of a trademark, the Registrar Office shall, ex officio or 
upon an application, revoke the said registration: 1. Where a trademark was self-altered or 
supplemented with additional notes whereby the trademark has caused likelihood of confusion to 
relevant consumers by being identical or similar to a registered trademark of another person of which is 
used on the same or similar goods or services; 2. Where, without valid reasons, a trademark has not yet 
been put into use or has been suspended from use continuously for three years after registration. 
However, the aforementioned shall not apply to one that is in use by a licensee; 3. Where no appropriate 
and distinguishing label(s) is affixed pursuant to Article 36. However, the aforementioned shall not 
apply to those causing no likelihood of confusion by affixing distinguishing label(s) before disposition 
by the Registrat Office; 4. Where a trademark has become a common sign, name or shape of the goods 
or services as designated for the said trademark; 5. Where practicing a trademark causes likelihood to 
mislead the public with respect to the nature, quality or place of origin of the goods or services 
designated by the trademark; or 6. Where the use of the trademark has been affirmed by judgment of a 
court to infringe the copyrights, patent rights or other rights of another person. (Article 57 I) According 
to Articles 46 and 54, a trademark registration shall be cancelled once an opposition thereof has been 
affirmed after examination; Registration of a trademark of which invalidation was affirmed shall be 
invalidated. However, in the case where the cause on which the invalidation was based no longer exists 
at the time of examination for the said invalidation, a decision to dismiss the said invalidation may be 
rendered upon considering the interests of the public and the concerned parties. All of them are 
administrative acts. The remedy is as same as that in the Patent Act. First, parties can bring a petition at 
the Ministry of Economic Affairs, and then bring the lawsuit at High Court of Administration and the 
Supreme Court of Administration.  
 
3. Copyright 
The author of a work shall enjoy copyright upon completion of the work since 1985 in Taiwan. It is not 



necessary for the author to register his copyright. The jurisdiction is responsible for the dispute of the 
copyright infringement. 
 
The copyright holder or the plate rights holder may demand removal of infringement of its rights. 
Where there is likelihood of infringement, a demand may be made to prevent such infringement. 
(Article 84) A person who infringes on the moral rights of an author shall be liable for damages. In the 
event of non-pecuniary injury, the injured party may claim a commensurate amount of compensation. 
According to Article 85 of the Copyright Act, in infringement matters referred to in the preceding 
paragraph the injured party may demand indication of the author's name or appellation, correction of 
content, or adoption other appropriate measures necessary for the restoration of its reputation. Where 
claim is made pursuant to Article 84 or paragraph 1 of the preceding Article, the injured party may 
request the destruction or other necessary disposition of goods produced as a result of the infringing act, 
or of articles used predominantly for the commission of infringing acts. According to Article 89, the 
injured party may demand that the infringer, at its own expense, publish in a newspaper or magazine all 
or part of a judgment concerning said infringement. Besides, there are still punishments. According to 
Article 93 of the Copyright Act, a person who commits a crime specified in paragraph 1 or 2 of Article 
91, Article 91bis, Article 92, or Article 93 as a vocation shall be imprisoned for not less than one year 
and not more than seven years, and in addition thereto, may be fined not less than three hundred 
thousand and not more than three million New Taiwan Dollars. (Article 94 I) The jurisdiction is 
responsible for the civil and criminal remedies. 
 
In addition, there are provisions of penal prosecution from Article 85 to Article 89 of the Copyright Act. 
The offenses specified in this chapter are actionable only upon complaint; provided, this shall not apply 
to offenses specified in paragraph 3 of Article 91, paragraph 3 of Article 91bis, and Article 94. (Article 
100) 
 
The specialized agency in charge of copyright matters shall establish a Copyright Examination and 
Mediation Committee to handle the copyright matters. (Article 82) According to Article 82bis, within 
seven days of the date of the conclusion of a mediation settlement, the specialized agency in charge of 
copyright matters shall submit the written mediation settlement statement for review by the court of 
jurisdiction. The court shall review the written mediation settlement statement referred to in the 
preceding paragraph with due dispatch. Unless it is contrary to act or regulation, public order, or good 
morals, or compulsory execution would be impossible, the judge shall sign [copies] thereof and affix the 
seal of the court thereto, and shall return the mediation settlement statement to the specialized agency in 
charge of copyright matters for service to the parties, retaining one copy for its own records. Where the 
court decides not to ratify a mediation settlement statement, it shall notify the specialized agency in 
charge of copyright matters of the reasons. Article 82ter regulates that after a mediation settlement has 
been ratified by a court, the parties shall not initiate any further public or private prosecution or action 
with respect to the mediated matter. A civil mediation settlement ratified by a court as referred to in the 
preceding paragraph shall have the same force as a final and unappealable court judgment in a civil case. 
With respect to a criminal mediation settlement that has been ratified by a court, where the subject 
matter is payment of a certain amount of money, or other substitute therefore, or securities, the written 



mediation settlement statement shall constitute a writ of execution. 
 
4. Trade Secrets 
If a trade secret is misappropriated, the injured party may request for the removal of such 
misappropriation. If there is a likelihood of misappropriation, a prevention may be requested.(Article 11 
I of the Trade Secrets Act) According to Article 12 I of the Trade Secrets Act, one who intentionally or 
negligently misappropriates another's trade secret shall be liable for damages. If two or more parties 
jointly misappropriate, such parties shall be jointly and severally liable. 
 
With regards to the penal remedies, because there is no provision of punishment, but it doesn’t mean 
that the violator of trade secrets has no criminal liability. The infringement of trade secrets may meet the 
requirements of disclosure of business secrets under Article 316 of the Criminal Law, disclosure of 
commercial or industrial trades (Article 317 and 318 of the Criminal Law), and the requirements of 
Article 36 of the Fair Trade Act. The jurisdiction is in charge of the civil and criminal remedies. 
 
There is no specified Authorities for the protection of trade secrets. It is not necessary for the protection 
of trade secrets through a special administrative act. There is no special provision regarding the 
administrative remedies. Only the jurisdiction can assist the injured to prevail the infringements. 
 
In addition to the above mentioned judicial proceeding system for the intellectual property rights, 
Taiwan’s Judicial Yuan is planning to establish the Court of Intellectual Property which is in charge of 
civil, criminal and administrative proceeding regarding the IP issues. The cases of IP infringement are 
mainly handled in the criminal proceeding. The plaintiff brings an additional claim for damages while 
the criminal proceeding. The civil decision and criminal judgment are independent each other, but the 
claim for damages is often referred to the criminal judgment. The administrative proceeding of IP 
Rights and the civil proceeding against IP infringements are correlative. As a consequence, the 
establishment of a special Court of Intellectual Property is useful not only for the coordination of using 
the judicial resources, but also for avoiding the different opinions among the courts. 
 
II. Professional competence or specialized skills of the judges who work in the judicial court (e.g. 

its career system, professional training, assistance of technical skills etc.) 
 
In general, most judges have no background of the natural science due to the legal education within 
Taiwan’s judicial system. Some universities have specific master of Law program or interdisciplinary 
program in law institute to accept graduate students with natural science and technological background. 
Some students at law school have double majors or take another major as minor. This part of students 
who passes the national examination for judge are helpful to handle cases of IP infringements. The 
following is introduced the IP professional training for a judge: 
 
1. Legal education at law school 
The citizen with 18 to 55 years can take part in the national examination for judge that requires the 
completion of a domestic or foreign college degree with the major of law, politics or administration, 



passed the national examination for civil servants and registrar in the court more than 3 years, or the 
qualification test for taking the examination for the judicial. Hence, courses of IP rights are as 
compulsory or selective subjects available at law school or law institutes in Taiwan, for example 
Introduction to IP Rights, Patent Law, Trademark Actand Copyright Law. 
 
2. Professional training for judges 
During the time between passing the national examination and becoming a judge, there are many 
professional courses available to educate a judge. IP seminar is one of the important courses. One month 
after the training, there is a sequent practical training program to different administrative agencies. Of 
course, the Intellectual Property Office of the Ministry of Economic Affairs is a good place for the 
sequent training to acquire more practical experiences. 
 
3. Vocational training 
The Judicial Yuan regularly offers different seminar programs for judges every year. For example, the 
Judicial Yuan invited IP law professors and experts to give seminars for judges who want to change 
their position to the Administrative Court in 2005. The seminar program included IP law and practice, 
copyright law, legal issues regarding e-commerce, international operation and bilateral negotiation of IP 
Rights, patent requirements of software and commercial ways. Besides, the Intellectual Property Office 
regularly offers training seminars of verification of IP infringements in order to assist the judge 
understand the IP law and practice and get skills to handle the IP cases.1  
 
To enhance the IP professional training, the Intellectual Property Office put Taiwan Intellectual Property 
Training Academy of Law School of National Taiwan University in charge of the IP professional 
training program. One of the planed midterm objective is to improve the professional knowledge of 
judges who can make reasonable determination and effective remedy against IP infringements.2 Taiwan 
Intellectual Property Training Academy can offer professional training for the judge in the future. 
 
4. The judge for the Intellectual Property Court must have professional qualification in the future. 
According to the Draft of the Statute of the Intellectual Property Court and the Act of the Handling IP 
Cases3, the judge of the Intellectual Property Court must have one of the following qualification: 
(1) He was a judge at the Intellectual Property Court. 
(2) He worked as judge or prosecutor for more than 2 years, worked as judge or prosecutor for more 

than 5 years and as civil servant, totally more than 10 years. He has to accept a professional training 
regarding patent law, Trademark Actor other referring laws and technology. 

(3) He was an attorney at IP law for more than 8 years and has abundant experiences. 
(4) He was assistant professor, associate professor or professor at college or university for more than 8 

years; he had lectures of IP law for more than 5 years and publications in the field of IP. 
(5) He was assistant research fellow, associate research fellow or research fellow at Academia Sinica for 

                                                        
1 Zheng, Ya-Nin, Professional Training of Intellectual Property, IP Rights Monthly Vol.72, p.26, December 
2004 
2 http://www.tipa.law.ntu.edu.tw/pl.asp 16/12/2005 visited 
3 http://www.judicial.gov.tw 16/12/2005 visited 



more than 8 years and had publications regarding IP law. 
(6) He graduated from department of law, politics or administration at university or college, is or was 

civil servant. He was in charge of IP review, petition or legal business for more than 10 years. 
 
In addition, Intellectual property Court should yearly offer professional training for judges in order to 
enrich their specific legal knowledge. 
 
According to the Draft of the Statute of the IP Court, the IP Court has technical examiner besides 
general judges. His duty is supplementing judges’ technological knowledge. Due to the business need, 
the IP Court may hire every kind of professionals as technical examiner. The IP Court can also borrow 
professionals with IP or technology knowledge from the Judicial Yuan. The technical examiner must 
follow the order of judge to determinate technology, collect and analyze technological materials, give 
opinions of technological issues and take part in the legal proceeding. 
 
III General tendency of Professional competence or specialized skills of the attorney at law who 

work in the judicial court 
 
Mainly, the attorney at law originates from graduating from law department or institute in Taiwan and 
must pass a strict qualification examination. Besides the normal legal education at law school, only few 
law schools have IP graduate institutes which offer a professional and long-term education of IP. 
Generally speaking, most of the rest belongs to midterm professional training and short-term forums. 
 
To enhance the IP professional training, the Intellectual Property Office put the Taiwan Intellectual 
Property Training Academy of National Taiwan University in charge of the IP professional training 
program. The Taiwan Intellectual Property Training Academy has planed the courses, edited materials 
and trained the seed teachers in 2005. The Taiwan Intellectual Property Training Academy will put 
universities and some professional training institutes in charge of training more seed teachers in 2006. 
To train more IP professionals, this systematic training mechanism can offer lawyers, agent of patent 
and trademark and undertakers study program of IP. Lawyers can improve their IP knowledge by this 
way.  
 
1. Education at law school 
Due to the required qualification for taking examination for working as attorney at law, it is inevitable 
to graduate from the law department or different departments but with law courses including IP law of 
20 credits. Hence, some IP courses such as Introduction to IP Law, Patent Law, Trademark Actand 
Copyright Actcan be taken as selective or compulsory at law school or graduate institute. 
 
2. Training for becoming an attorney at law 
There is a training program for becoming an attorney at law after passing the qualification examination. 
The seminar of IP Rights is one of the most lectures. 
 
3. Advanced training for attorney at law 



Attorney at law can take part in the IP seminar at any time in different academies and practical units. 
There are some patent agents in the law firms, therefore attorney at law and patent agent can consult and 
learn the professional knowledge and specific ability from each other. 
 
IV. The ratio of the each category of IP cases in the judicial court: civil case, criminal case and 

administrative case. 
 
The following statistic chart refers to the civil, criminal and administrative decisions. The data are from 
January 2000 to October 2005. 
 
【Chart.1】Decisions of the Civil Court 

Year Copyright Patent Trademark Amounts of cases 
2000 23 20 19 62 
2001 28 15 14 57 
2002 71 49 42 162 
2003 127 102 92 321 
2004 149 211 122 482 

1-10 2005 123 186 114 423 
Total 521 583 403 1507 

 
【Chart.2】Decisions of the Criminal Court 

Year Copyright Patent Trademark Amounts of cases 
2000 1289 127 507 1923 
2001 2885 184 651 3720 
2002 1655 158 614 2427 
2003 1811 201 1083 3095 
2004 1175 63 1095 2333 

1-10 2005 698 0 857 1555 
Total 9513 733 4807 15053 

 
【Chart.3】Decisions of the Administrative Court 

Year Patent Trademark Amounts of cases 
2000 7 37 44 
2001 318 343 661 
2002 459 547 1006 
2003 406 506 912 
2004 503 531 1034 

1-10 2005 453 341 794 
Total 2146 2305 4451 

 
To sum up, the amount from chart 1 to chart 3 shows the percentage of the civil, criminal and 



administrative proceeding regarding the IP cases： 
 
【Chart.4】 

Year 
The entire cases 
of the IP Rights 

Percentage of the 
Civil Proceeding 

Percentage of the 
Criminal Proceeding 

Percentage of the Admini- 
strative Proceeding 

2000 2,029 3.05 94.78 2.17 
2001 4,438 1.28 83.82 14.9 
2002 3,595 4.5 67.51 27.99 
2003 4,328 7.41 71.51 21.08 
2004 3,849 12.52 60.61 26.87 

1-10 2005 2,772 15.26 56.1 28.64 
Total 21,011 7.17 71.64 21.19 
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From the above chart, the majority of the IP cases in Taiwan is criminal and in average of 71.6%. The 
civil cases are the least, but there are more and more yearly from 1.28% up to 15.26% in 2005. The 
percentage of the administrative proceeding has steadily increased. In comparison to the administrative 
proceeding, the percentage of the criminal proceeding is less and less. The circumstances result from 
deleting the punishment against the patent infringements in the Patent Law. The civil remedy is 
responsible for the patent infringement. Another reason is that the civil and administrative proceeding 
has been improved gradually. In any case, the IP proceeding is the property legal issue of nature, 
therefore it is not adequate to use the punishment to control over the IP disputes. 
 
V. The Ratio of the each category of IP rights in the judicial court. 
 
The amount cases of patent, trademark and copyright is 21,011 until to October 2005. There are 10,034 
cases of copyright, 3,462 cases of patent and 7,515 cases of trademark. According to the percentage, 
copyright cases have 47.76%; patent cases have 16.47%; trademark cases have 35.77%. See Chart 2: 
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hart 2 shows that copyright cases have the highest percentage within IP proceeding and are in average 
f 47.76%. Nearly the half of the IP cases refers to copyright. The second large amount is trademark 
ases with 35.55% and nearly one third. The least is patent and only 16.47%. The details show in the 
hart 5. 

Chart.5】 

Year 
The amount 

of IP cases 
Percentage of copyright 
among IP cases (%) 

Percentage of patent 
among IP cases (%) 

Percentage of trademark 
among IP cases (%) 

2000 2,029 64.66 7.59 27.75 
2001 4,438 65.64 11.65 22.71 
2002 3,595 48.01 18.53 33.46 
2003 4,328 44.78 16.38 38.84 
2004 3,849 34.40 20.19 45.41 

-10 2005 2,772 29.62 23.05 47.33 
total 21,011 47.76 16.47 35.55 

hart 5 shows that copyright has the most quantity in average in the recent 6 years but is on the decline. 
n the contrary, patent and trademark are significantly on the incline. The following chart clearly shows 
is trend. 
 

【Chart 3】 

0% 20% 40% 60% 80% 100%

2000

2001

2002

2003

2004

2005

copyright
patent
trademark

 



VI. Finding method of assessing amount of damages in the IP cases 
 
1. Finding method of regulatory damages 
Article 85 of the Patent Act, to claim damages in accordance with the preceding Article, any of the 
following options may be adopted for calculating of the amount of damages: 1. To claim in accordance 
with Article 216 of the Civil Code. A patentee may, however, take the balance derived by subtracting the 
profit earned through the practice of his/her patent after the existence of infringement from the profit 
normally expected through the practice of the same patent as the amount of the damages, provided that 
no proving method can be presented to justify the damages; 2. To claim based on the profit earned by 
the infringer as a result of his/her infringement act. The entire income derived from the sale of the 
infringing articles shall be deemed the infringer's profit, provided that the infringer is unable to produce 
proof to justify his/her costs or necessary expenses. In addition to the provisions set forth in the 
preceding Paragraph, the patentee may claim separately for damages at a reasonable amount in case the 
business reputation of the patentee has been downgraded or injured as a result of the infringement. 
Subject to the provisions of the preceding two Paragraphs, if the infringement is found to be an 
intentional act, the court may, after considering the details of the infringement, decide the compensation 
in an amount higher than the amount of damages estimated, but not more than triple damages.  
 
Article 63 of the Trademark Act regulates when claiming for damages, a trademark right holder may 
choose one of the following methods to estimate the amount thereof: 1. Damages may be claimed in 
pursuance with Article 216 of the Civil Code. However, in the event where evidence cannot be 
presented to prove the damages thereof, the trademark right holder may use the profit normally gained 
from using whose registered trademark to subtract the profit gained from the same trademark after 
infringement, and claim the difference as the amount of damage; 2. Damages may be claimed in 
accordance with the profit gained from trademark rights infringement. However, where no evidence on 
costs or necessary expenses can be proved by the infringer, the total amount of sales from selling the 
infringing goods shall be regarded as the amount of profit; or 3. Damages may be claimed in an amount 
equivalent to 500 to 1,500 times of the unit retail price of the infringing goods. However, in the case 
where over 1,500 pieces of infringing goods are found, the amount of damage to be claimed shall be 
assessed based on the total sale price of the said infringing goods. A court may, at its discretion, reduce 
the amount of compensation in the case where the amount of compensation for damages assessed under 
the preceding paragraph is apparently unreasonable. A trademark right holder may claim for additional 
compensation in a reasonable amount in the case where whose business reputation has sufferred any 
damage on account of such infringement. 
 
Article 88 of the Copyright Act regulates that A person who unlawfully infringes on another person's 
economic rights or plate rights out of intention or negligence shall be liable for damages. Where 
multiple persons engage in unlawful infringement, they shall bear joint and several liability for damages. 
With regard to the damages referred to in the preceding paragraph, the injured party may make claim in 
any of the following manners: 1. In accordance with the provisions of Article 216 of the Civil Code; 
provided, when the injured party is unable to prove damages, it may base the damages on the difference 
between the amount of expected benefit from the exercise of such rights under normal circumstances 



and the amount of benefit from the exercise of the same rights after the infringement. 2. Based on the 
amount of benefit obtained by the infringer on account of the infringing activity; provided, where the 
infringer is unable to establish costs or necessary expenses [of the infringing act or articles], the total 
revenue derived from the infringement shall be deemed to be its benefit. If it is difficult for the injured 
party to prove actual damages in accordance with the provisions of the preceding paragraph, it may 
request that the court, based on the seriousness of the matter, set compensation at an amount of not less 
than ten thousand and not more than one million New Taiwan Dollars. If the damaging activity was 
intentional and the matter serious, the compensation may be increased to five million New Taiwan 
Dollars. 
 
According to Article 13 of the Trade Secrets Act, an injured party may choose any of the following 
provisions to request for damages in accordance with the preceding Article: (1) To make a claim based 
upon Article 216 of the Civil Code. However, if the injured party is unable to prove the amount of 
damages, the party may take as damages the amount of profits normally expected from the use of the 
trade secret minus the amount of profits earned after the misappropriation; or (2) To request for the 
profits earned through the act of misappropriation from the one who misappropriated. However, if the 
one who misappropriated is unable to prove the costs or the necessary expenses, the total income gained 
from the act(s) of misappropriation shall be deemed the profits. Based on the provisions set forth in the 
preceding Paragraph, if an act of misappropriation is found to be intentional, the court may, at the 
request of the injured party and by taking into consideration the circumstances of the misappropriation, 
award an amount greater than the actual damages, provided that the amount shall not exceed three times 
the amount of the proven damages.  
To sum up, the following 4 finding methods are applicable to the infringement of patent, trademark, 
copyright and trade secrets. 
 
(1) Concrete damage 
Article of 216 of the Civil Code regulates that the right holder determines the amount of damages on the 
basis of the real damage and loss of profit. 
 
(2) Difference 
If the injured cannot prove his damages, he can insist the difference between the expectable profit under 
normal circumstances and the profit after the infringement. 
 
(3) Total profit 
The injured can reduce costs from the profit after the infringement. 
 
(4) Total sales amount 
If the injured cannot prove costs and necessary expense, he can insist the total income from the 
infringement as his profit. 
 
Besides, subject to the provisions of the preceding two Paragraphs, if the infringement is found to be an 
intentional act, the court may, after considering the details of the infringement, decide the compensation 



in an amount higher than the amount of damages estimated, but not more than triple damages. Damages 
may be claimed in accordance with the profit gained from trademark rights infringement. However, 
where no evidence on costs or necessary expenses can be proved by the infringer, the total amount of 
sales from selling the infringing goods shall be regarded as the amount of profit; or 3. Damages may be 
claimed in an amount equivalent to 500 to 1,500 times of the unit retail price of the infringing goods. 
However, in the case where over 1,500 pieces of infringing goods are found, the amount of damage to 
be claimed shall be assessed based on the total sale price of the said infringing goods. If it is difficult for 
the injured party to prove actual damages in accordance with the provisions of the preceding paragraph, 
it may request that the court, based on the seriousness of the matter, set compensation at an amount of 
not less than ten thousand and not more than one million New Taiwan Dollars. If the damaging activity 
was intentional and the matter serious, the compensation may be increased to five million New Taiwan 
Dollars. 
 
2. Finding methods in the judicial practice 
 
(1) Patent damages 
To sum up, the court usually use total profit method for patent damages, for example decision No.1074 
in 2004 of the High Court in Taipei, decision No.218 in 1999 of the High Court in Taichung. The court 
sometimes uses the difference method like the IP decision No.3 in 2005 of the High Court. 
 
(2) Trademark damages 
It is generally difficult to calculate damages and loss. The court usually select multiple sale price as 
damages when the amount of the injured products is less or around 1500 pieces, for example the 
decision No.5 in 2003 of the Supreme Court, decision No.1949 in 2002 of the Supreme Court, decision 
No.521 in 1999 of the Supreme Court, decision No.2008 in 1995 of the Supreme Court. 
 
There is no provision on the basis of the licence fee as a finding method, but the amount of the licence 
fee was used a considerable reference, like the decision No.273 in 1997 of the High Court in Taipei. 
 
(3) Copyright damages 
It is more difficult to find the amount of copyright damages because the injured can not easily prove his 
real damage and the profit of violator. Hence, the court determine the amount of damages correspondent 
to the insistence of the injured and under different considerations, for example decision No.8 in 2005 of 
the High Court in Taipei, decision No.8 in 2004 of the High Court in Taipei, decision No.22 in 2004 of 
the High Court in Taipei, decision No.5 in 2001 of the High Court in Hwaliang, decision No.1 in 2001 
of the High Court in Hwaliang, civil decision No.153 in 2000 of the High Court in Taipei, civil decision 
No.286 in 1998 of the High Court. 
 
(4) Trade Secrets damages 
The court generally uses the total profit method for assessing the trade secrets damages, for example 
civil decision No.435 in 1998 of the High Court. If costs and necessary expenses are difficult to prove, 
the court also takes totals sales amount as the basis of assessing the damages amount, for example 



decision No.1705 in 1997 of the Supreme Court. In the case of intentional injury, the court takes into 
account the assets, degree of the infringement and other facts of both parties to determine the damages 
amount, for example decision No.560 in 2004 of the Supreme Court. 
 
VII. Jurisdiction of the judicial court to evaluate of the validity of IP right (please refer to specific 

cases) 
 
The following explanations refer to evaluating validity of IP rights: 
 
1. Evaluating the validity of IP rights 
With regard to the validity of IP rights, the Intellectual property Office first handles it. If a party 
disputes it, then he can bring a lawsuit at the Administrative Court. The IP Office must evaluate the 
validity of IP right. His decision belongs to an administrative Act. The party can have an administrative 
remedy at the Ministry of the Economic Affairs. If the party still disputes the decision of the Ministry of 
the Economic Affairs, according to Article 4 I of the Administrative Proceeding Law, he can apply to 
withdraw the decision at the Administrative Court. When the Administrative Court decides to withdraw 
the decision of the Ministry of the Economic Affairs, the IP Office must review the facts and makes a 
new decision. For example, the decision No.4417 of the High Court of Administration in Taipei 
withdrew the administrative decision of the IP Office in 2003. 
 
The court is responsible for the patent infringements. According Article 90 I of the patent Law, for any 
civil proceedings pending in a court in connection with an invention patent, the court may suspend the 
trial process until a decision on the patent application, invalidation, or revocation action related thereto 
has become irrevocable. The withdrawal of patent right invalidates from begin on. The influence of the 
withdrawal is great, therefore it is better for the judicial to decide whether to suspend the proceeding. It 
can save the proceeding resources and avoid the conflicts between administrative decision and judicial 
judgment, like the decision of the court in Taipei (No. 84 of IP civil case in 2003) withdrew the patent 
right, therefore the court reversed the lawsuit. 
 
2. Evaluating the validity of trademark 
With regard to the validity of trademark, the IP Office first evaluates the trademark. The decision of the 
IP Office is an administrative act. There is an administrative remedy against this administrative act. If a 
party disputes the decision, he can take a withdrawal proceeding against the decision at the 
Administrative Court. When the court withdraws the decision, the IP Office can review the facts and 
makes a new decision, for example, the decision No.92 of the High Court of Administration in Taipei in 
2003. 
 
The court is in charge of the trademark infringement. According to Article 49 of the trademark Law, 
where a civil or criminal litigation in connection with trademark rights was initiated during the 
proceeding of an opposition against the same trademark, the said litigation may be suspended until the 
decision of the opposition has been rendered. 
 



3. Evaluating the validity of copyright 
Copyright Act adopts the creation protection in Taiwan. The author completes the creation which meets 
the requirements of the protection for the Copyright Act and has the copyright. It is not necessary to 
register it. In general, the court is competent for the copyright infringement. If a party disputes the 
protection requirement of the copyright during the proceeding, the court evaluates material issues in that 
case. It is different from patent and trademark. 
 
4. Evaluating the validity of trade secrets 
According to the Trade Secrets Law, the injured can only be protected by the civil remedy against the 
infringement of trade secrets. The Trade Secrets Ac thas no penal provision, therefore the Criminal 
Code and the Fair Trade Law regulate the infringement of trade secrets. The court can evaluate 
substantially the infringement of the trade secrets in concrete case and determines the protection 
requirement according to the Trade Secrets Law. The court has a final right to determine the 
infringement of the trade secrets, for example, the civil decision No.21 of the Court in Taipei in 2005. 
The Court was responsible for the evaluation of the trade secrets and denied it. 
 
VIII. Finding method to judge similarity of trade marks in the IP cases (please refer to specific 

cases). 
 
The IP Office issued review criterions for confusion which are the criterions for determining the same 
or similarity of trademarks. The IP Office is of the opinion that some provisions after the revision put 
confusion and similarity regarding both products and services, but the main reason for the confusion of 
trademarks is whether consumers have confusion. Similarity of trademarks and similarity of 
products/services are 2 referring factors for determining the confusion. According to the opinions of the 
IP Office, it must consider the following 8 factors for determining the confusion of two trademarks in 
order to correlate the determination of the confusion and the real transaction on the market: 
1. Identification of trademark 
2. The degree of similarity of trademark 
3. The degree of the similarity of products/services 
4. The multi business of the prior right holder 
5. The real circumstances of the confusion 
6. The acquainted degree of the trademark to consumers 
7. Whether the trademark applicant is goodwill 
8. Other factors of confusion 
 
The meaning of the similarity of the trademarks is that two trademarks give an entire impression of 
similarity. It must be determined from the viewpoints of consumers with normal knowledge and 
experience while buying an object with normal attention. Whether trademark itself is similar or not, it 
can be determined by appearance, pronunciation, concept and type. They can build a series of a product 
image. It should the whole illustration of trademark for observation correspondent to the principle of 
different time period and different place and the principle of separate observation. Recently, the judicial 
has the same opinions that appearance, pronunciation and concept of the trademark are basic factors for 



determining the similarity of trademark. In addition, it must be observed all aspects in a concrete case. 
Especially according to the principles of “different time period and different place” and the principle of 
separate observation, two trademarks must be observed apart to find a whole impression, not contrary 
observation at the same time. 
 
In the aspect of apparent similarity, the Supreme Administrative Court determined entirely 
correspondent to separate observation of trademarks. The decision No.979 in 2004 and No.318 in 2003 
took the similarity of appearance as standard of the decision. Besides, the decision No.296 in 2001 and 
No.684 in 2004 of the Supreme Administrative Court have the same opinions. The observation of the 
similarity of trademarks was taken comparison in the past, but it tends to take a supplementary method 
in combination with the entire observation and comparison, for example, the decision No.523 of the 
Supreme Administrative Court in 2004. The decision No.1276 of the Supreme Administrative Court in 
2004 emphasized the importance of the entire observation. 
 
IX. Noteworthy development with regards to IP protection by the judicial court. Proposed 

legislations (please refer to specific cases). 
 
1. Copyright Act 
 
(1) Peer-to-peer decision of copyright in internet 
It is worth attention to the decisions regarding peer-to-peer copyright in internet which are Ezpeer 
(No.728 in 2003) and Kuro (No.2146 in 2003). The both decisions were decided by the criminal court, 
but the criminal court had different opinions regarding the copyright infringement of peer-to-peer 
download. In the case of Ezpeer, the criminal court determined the defendant, who did not know that 
users illegally downloaded, not guilty because he did not violate the Copyright Act. In the case of the 
Kuro, the court had different opinion that the peer-to-peer platform offered illegal download as its aim 
and the undertaker did not establish a filter mechanism by technology. The court concluded that the 
defendant knew that facts and met the assistant requirements of copyright infringement. The download 
users also violated the copyright. As a consequence, the court decided both undertaker and users of 
download guilty. 
 
Ezpeer and Kuro were related to the peer-to-peer download, but the court had different opinions. It 
concluded that the judicial has no uniform opinions how to judge the peer-to-peer issues. Because the 
both cases are still in the revision at the High Court, the opinions of the High Court are decisive in the 
future. 
 
(2) Draft of the Traditional Creation Protection Act for the Aborigines 
The Administrative Yuan passed the Draft of the Traditional Creation Protection Act for the Aborigines 
in February 2005 in Taiwan. This Draft is right now in the Legislative Yuan. The aim of the Draft is to 
protect the multi cultures and rights of the aborigines in Taiwan. Besides, it is correspondent to the trend 
to protect the aboriginal cultures in the international community. The Draft has 23 provisions and 
includes the definition of aboriginal intellectual creation, the scope of the protection, ways of obtaining 



rights, limits of rights and remedies against the infringements. 
 
2. Patent Act 
 
(1) Compulsory licencing of Tamiflu and CD-R decisions 
The IP Office decided the approval of the compulsory licencing of Tamiflu on 8.12.2005. The IP Office 
based on the Article 76 I of the Patent Act because it is inevitable to approve the compulsory licencing 
for producing this medicine to correspond to the need of preventing epidemic. But it must consider the 
licencer’s Right (Roche). The licencee (the Health Bureau of the Administrative Yuan) and the licencer 
(Roche) must negotiate the compensation. Due to the pressure of the Avian Influenza epidemic, it is the 
first case of the compulsory licencing to produce drugs. 
 
In the case of CD-R, the producers separately owned the necessary technology and built a patent pool. 
The court and the Commission of Fair Trade of the Administrative Yuan had different opinions whether 
Article 7 and 14 of the Fair Trade Act should apply to this case. The court decided that patent pool 
established from supplementary patents among undertakers was not a concerted act within the Article 7 
and 14 of the Fair Trade Act. Hence, it did not need approval of the responsible authority. The 
supplementary patents of undertakers were not substituted to one another, therefore they were not 
horizontal competitive undertakings and not subjects of concerted act. It concluded from this case that 
the court disagreed the opinion of administrative agency regarding the prohibitive patent pool. 
 
(2) Draft of the Patent Lawyer Act and the Act of Experts’ Participation in Proceeding 
The Administrative Yuan passed the Draft of the Patent Lawyer Act in December 2005. The Draft is 
right now in the Legislative Yuan. The aim of the Patent Lawyer Act is to establish a management 
system for patent lawyers to correspond to enhancing knowledge economy, developing relative 
industries and constructing excellent surroundings of protecting the IP Rights. The Draft has 40 
provisions. It contents the qualification requirements of patent lawyer, practice requirement and 
supervision. 
 
The Draft of the Act of Experts’ Participation in Proceeding is similar to the Draft of the Patent Lawyer 
Act. Its aim is to introduce expertise into the legal procedure in order to perfect the IP protection. The 
Judicial Yuan announced this Draft in August 2004 to introduce expertise into the legal procedure in 
order that expertise can assist the judges adequately solve legal issues. 
 
The Draft has 45 provisions. Articles 3 to 5 regulate that parties can apply the court the expert’s 
participation in the proceeding and making a joint decision in the case of patent, trademark and 
copyright. 
 
3. Trademark Act and Trade Secrets Act 
 
(1) The Explanation No.594 of the Grand Judge of the Judicial Yuan 
The Explanation No.594 of the Grand of the Judicial Yuan explained the punishment against the illegal 



use of trademark is to protect the rights of trademark holder, consumer interests and the market order. 
The punishment does not violate the principle of proportionality according to Article 23 of Taiwan’s 
Constitution. According to statistic, the Grand Judge of the Judicial Yuan has made explanations in the 
field of incorporate property rights only 10 cases until to December 2005. The Explanation No.594 is 
the newest one. 
 
(2) Trend of revision in the future 
The Trademark Act was amended in 2003. The important contents include enlarging the scope of the 
protection (for example, color, voice and three-dimensional form can be registered as trademark), 
widening the protection requirements and extending the definition of use in the Trademark Act. The new 
revision is in response to the new use types of trademark with the correct technology development. With 
regard to the protection for the trade secrets, it is seldom like Taiwan’s Trade Secrets Act in the 
international community. The Trade Secrets Act has no penal provisions, but the IP Office recently 
completed the Draft of Revision of the Trade Secrets Act which has penal provisions. 
 
X. Points to consider for Japanese companies and persons who might be interested party in the 

judicial court of your country. 
 
1. Attention to procedural provisions 
 
(1) Foreign natural and legal person can be a party in the IP proceeding in Taiwan. 
According to Article 91 of the Patent Act, Article 102 of the Copyright Act and Article 70 of the 
Trademark Act, the foreign legal person without approval of Taiwan’s government can still bring a 
lawsuit. The general opinions and practice accept that foreign natural person and legal person with 
approval of Taiwan’s government have personal ability, therefore they have the party ability in the 
proceeding. Article 22 of the Administrative Proceeding Code has the same provision. Foreign natural 
person may be a defendant in the criminal proceeding according to Articles 3 to 8 of the Criminal Code. 
 
(2) Attentions to bringing a lawsuit at the court or at the administrative court. 
The court is in charge of civil and criminal remedy in the current IP proceeding in Taiwan. The IP Office 
is competent for evaluating of the validity of patent and trademark. The IP Office can revoke patent or 
invalidate the trademark. If a party disputes the decision of the IP Office, he can take an administrative 
petition. After the administrative petition, he can take an administrative proceeding at the 
Administrative Court. 
 
(3) The system of the concentrative trial and compulsory agent of attorney at law at the third instance 

are worth paying more attention in the civil proceeding. 
Recently, the academy of procedural law professors has promoted the system of the concentrative trial 
to undertake the proceeding smoothly. The Judicial Yuan announced the reference of the concentrative 
trials in the civil proceeding. When the court receives the charge sheet and reply sheet, it is not 
inevitable to open the trial immediately. The court can order parties to exchange sheets several times. 
After finding the legal issues, the court can open the trials. Besides, parties should mandate attorney at 



law as proceeding agent according to the amended Civil Procedural Code in 2000 and 2003 with the 
approval of the chief judge at the first trial and the second trial. It is the system of compulsory agency at 
the third trial. 
 
(4) The system of “mutual inquiry”, “perpetuation of evidence” and “compulsory agent of attorney at 

law in private prosecution” must be paid attention in the criminal proceeding. 
The Patent Act abolished the punishment against the patent infringements in Taiwan, but the criminal 
proceeding is available against the infringement of trademark and copyright. The Criminal Procedural 
Code was amended in 2003. There are some new provisions such as Article 166 regarding the mutual 
inquiry which is adapted from the American model. Art.219-1 of the Criminal Procedural Code relates 
to the perpetuation of evidence. According to this provision, interest parties can apply the prosecutor or 
court to perpetuate the evidence. In addition, Article 319 II of the Criminal Procedural Code regulates 
the compulsory agent of attorney at law in the private prosecution. 
 
(5) The two instances system and petition prior to the revocation proceeding are worth attention. 
The Administrative Court has two instances in Taiwan. The parties can take a petition or a lawsuit 
against the revocation of patent or trademark application of the IP Office according to Article 1 of the 
Petition Act and the Administrative Procedural Code. Article 4 of the Administrative Procedural Code 
regulates a petition necessarily prior to the revocation proceeding. Hence, party must take a petition at 
the Petition Commission of the Ministry of Economic Affairs. If the Petition Commission revoked the 
decision of the IP Office, or did not make any decision, the party can bring a revocation proceeding at 
the High Court of Administration. 
 
2. Some material provisions are worth attention. 
Taiwan is the member state of WTO since 1.1.2002. Currently, both Taiwan and Japan are member 
states of WTO, therefore some provisions such as Article 4 of Copyright Act, Articles 4 and 27 of the 
Patent Act, Articles 3 and 4 of the Trademark Act and Article 15 of the Trade Secrets Act must carry out 
the principle of the national treatment with Article 3 of the TRIPS. 
 
(1) The work of the Japanese before 1.1.2002 which is not protected under the old Taiwan’s copyright 

Act can have protection and applies to the transitional provision. 
Taiwan and Japan had no reciprocal agreement. According to Article 4 of the Copyright Act, Works of 
foreign nationals that comply with one of the following conditions may enjoy copyright under this Act; 
provided, where the terms of a treaty or an agreement that has been ratified by resolution of the 
Legislative Yuan provide otherwise, such terms shall govern: 1. Works that are first published in the 
territory under the jurisdiction of the Republic of China, or are published in the territory under the 
jurisdiction of the Republic China within thirty days after their first publication in territory outside the 
jurisdiction of the Republic China; provided, this shall only apply where the country of such foreign 
national extends protection under identical circumstances to the works of persons of the Republic of 
China, and such protection has been verified. 2. Where by treaty or agreement, or under the domestic 
acts, regulations, or standard practice of the home country of the foreign national, works of persons of 
the Republic of China enjoy copyright in such country. 



 
Article 106 – 1 to 106 – 3 regulate that except as otherwise provided under in this Chapter, this Act shall 
apply to works that were completed prior to the date on which the World Trade Organization Agreement 
took effect in the territory under the jurisdiction of the Republic of China where such works did not 
enjoy copyright under the provisions of the respective versions of this Act but where the term of 
protection for economic rights has not expired in accordance with this Act; provided, this shall not apply 
to works of foreign nationals for which the term of protection has expired in their country of origin. The 
term "country of origin" as used in the proviso of the preceding paragraph shall have the meaning 
ascribed to the term in Article 5 of the Berne Convention for the Protection of Literary and Artistic 
Works (Paris Act 1971). Except as otherwise provided for in this Chapter, a person who began the 
exploitation of works protected pursuant to the provisions of the preceding article prior to the date on 
which the World Trade Organization Agreement took effect in the territory under the jurisdiction of the 
Republic of China, or who made significant investment toward the purpose of such exploitation, may 
continue to exploit such works during the two-year period which commences on the aforementioned 
effective date of said Agreement, and the provisions of Chapter VI and Chapter VII of this Act shall not 
apply. From the implementation of the June 6, 2003 amendment to this Act, the person exploiting a 
work pursuant to the preceding paragraph, except in circumstances of rental or lending, shall pay to the 
economic rights holder of the exploited work a reasonable compensation for the exploitation such as 
would normally be paid for such work through free negotiation. From one year after the date of 
promulgation of the amendment to this Act, an exploiter shall not further sell unauthorized copies of 
works protected under the preceding article; provided, it may still rent or lend them. The preceding 
paragraph does not apply to copies of works that are separately created through exploitation of works 
protected under the preceding article; provided that, except as set forth in Articles 44 to 65, the 
economic rights holder of the exploited work shall be paid a reasonable compensation for the 
exploitation such as would normally be paid for such work through free negotiation. Exploitation of a 
derivative work may continue beyond the date on which the World Trade Organization Agreement took 
effect in the territory under the jurisdiction of the Republic of China, where the preexisting work upon 
which such derivative work is derived is a work under Article 106bis, where the completion of the 
derivative work occurred prior to the aforementioned effective date, and where such derivative work 
was protected under respective versions of this act; the provisions of Chapter VI and Chapter VII of this 
Act shall not apply. From the implementation of the June 6, 2003 amendment to this Act, the person 
exploiting the derivative work pursuant to the preceding paragraph shall pay to the economic rights 
holder of the underlying work a reasonable compensation such as would normally be paid for such work 
through free negotiation. The provisions of the preceding two paragraphs shall not affect the protection 
of the derivative work. 
 
(3) The effective date of the priority right is worth attention. 
Before Taiwan’s membership of WTO, Taiwan and Japan have recognized the mutual patent priority. 
Japanese first time applied the registration for the patent, utility patent and design patent since 1.2.1996 
that can be applied to the priority right in Taiwan. On the contrary, Taiwan and Japan have no such 
mutual reciprocal agreement for the trademark protection. Hence, Japanese first time applies the 
registration for trademark after 1.1.2002 and can insist the priority right in Taiwan.  



 
Article 27 of the Patent Act regulates that a patent applicant, who has filed his/her first patent 
application legally in respect of an invention in a member of the World Trade Organization (hereinafter 
referred to as the "WTO") or in a foreign country which allows ROC nationals to claim priority based 
on reciprocity and has filed his/her patent application for the same invention in the ROC within twelve 
(12) months from the filing date of his/her first patent application in said foreign country, may claim a 
priority for his/her ROC application. Subject to the provisions of the preceding Paragraph, in case an 
applicant claims for two or more priority rights in a single patent application, the beginning date for 
calculation the priority period shall be the day following the earliest priority date. If the foreign 
applicant is a citizen of a non-member country of the WTO and his/her home country does not maintain 
a relation for mutual recognition of priority rights with the ROC but the applicant has a residence or 
business office in a member country of the WTO or in the territory of a reciprocal country, the applicant 
shall also be entitled to claim priority in accordance with the provisions set forth in Paragraph One of 
this Article. For a patent application claiming priority, the priority date shall be used as the reference 
date in the examination of the patent requirements.  
 
According to Article 108 of the Patent Act, the provisions of Articles 25 through 29, Articles 31 through 
34, Paragraph Two of Article 35, Articles 42, Paragraph Two of Article 45, Article 50, Article 57, 
Articles 59 through 62, Articles 64 through 66, Paragraph Three and Paragraph Four of Article 67, 
Articles 68 through 71, Articles 73 through 75, Paragraphs One, Two and Four of Article 78, Articles 79 
through 86, Articles 88 through 92 of this Act shall apply mutatis mutandis to the utility model patents.  
 
Article 129 III of the Patent Act regulates that the provisions of Article 27, Article 28, Article 33 
through Article 35, Article 42, Article 43, Paragraph Two, Article 45, Article 46, Article 47, Article 60 
through Article 62, Article 65, Article 66, Paragraph Three and Paragraph Four of Article 67, Article 68 
through Article 71, Article 73 through Article 75, Article 79 through Article 86, and Article 88 through 
Article 92 shall apply mutatis mutandis to design patents.  
According to Article 4 of the Trademark Act, an applicant of a trademark, which was filed in a country 
mutually recognizing priority right with the Republic of China and was registered in pursuance to the 
domestic legislation of that country, may claim priority right within six months counting from the next 
day of the first filing date of that trademark application filed in the Republic of China. Priority claims 
made in accordance with the preceding paragraph shall be made at the same time when filing for an 
application, in which the foreign filing date and the country admitting that foreign application shall be 
clearly indicated. The applicant shall submit, within three months from the next day of its filing date in 
the Republic of China, a certified copy of the application admitted by the said foreign country. Those 
who violate against any of the preceding two paragraphs shall lose the priority right. The priority date 
shall be referred as the filing date of those claiming priority rights. 
 


